REMARKS 



The Office has required restriction in the present apphcation as follows: 



Group I: 



Claims 25-45, drawn to a dispersion of a polymer comprising 
water-soluble imits and units with Lower Critical Solution 
Temperatures from 5 to 40 °C. 



Group II: 



Claim 46 and 47, drawn to a cosmetic use of the dispersion of 
Group L 



Group III: 



Claim 48, drawn to the use of a polymer comprising water-soluble 
units and units with Lower Critical Solution Temperatures from 5 
to 40°C to ensure the stability of dispersions. 



In addition, there is a requirement to elect one species fi-om each of: 
Group (A) 

Aa) wherein the dispersion is an oil in water emulsion, 

Ab) wherein the dispersion is a water in oil in water multiple emulsion. 

Group (B) 

Ba) wherein the water-soluble units are as recited in Claim 30. 
Bb) wherein the water-soluble units are as recited in Claim 3 1 . 
Group (C) 

Ca) wherein the LCST units are as recited in Claims 34 and 35. 

Cb) wherein the LCST units are as recited in Claim 36. 

Ca) wherein the LCST units are as recited in Claims 37 and 38. 

Applicants elect with traverse, Group I: Claims 25-45, drawn to a dispersion of a 
polymer comprising water-soluble units and units with Lower Critical Solution Temperatures 
fi-om 5 to 40 °C, and Aa) wherein the dispersion is an oil in water emulsion; Ba) wherein the 
water-soluble units are as recited in Claim 30, and Cb) wherein the LCST units are as recited 
in Claim 36. 
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The Examiner, citing PCX Rule 13.1 and 13.2, contends that the Groups do not relate 

to a single general inventive concept because they lack the same or corresponding special 

technical features. Specifically, the Office argues that the application lacks unity of invention 

since the polymer comprising water-soluble unites with a low critical temperature "at least, is 

anticipated by or obvious over several prior art documents, including EP 583814 and EP 

629649" referencing page 4 of the Applicants' specification (see page 2 of the Office 

Action). However, this rationale has no basis. The references do not describe specifically 

selecting a dispersion comprising at least one aqueous phase and at least one aqueous phase, 

wherein the aqueous phase comprises a polymer with an LCST having in water a demixing 

temperature of firom 5 to 40°C at a concentration of 1 % by mass in water, for example, to 

ensure the stability of the dispersion (see Claim 25). 

Applicants fiirther traverse the Restriction Requirement on the ground that the Office 

has not applied the same standard of unity of invention as the International Preliminary 

Examination Authority. The Authority did not take the position that unity of invention was 

lacking in the intemational application and examined all claims together. Applicants note 

that PCT Article 27(1) states that no national law shall require compliance with requirement 

relating to the form and contents of the intemational application different from or additional 

to those which are provided for the Patent Cooperation Treaty and the Regulations. In light 

of PCT Article 27(1) and 37 C.F.R. §145 and §1.499, it is apparent that when the Intemational 

Preliminary Examination Authority finds no objection based on lack of imity of invention, 

there is a special burden on the Office to explain why its conclusions are diametrically 

opposed to those of the Intemational Preliminary Authority, as approved by treaty. The 

Office has not fiilfiUed this burden. 

Moreover, the MPEP in §803 states as follows: 

"If the search and examination of an entire application can be made 
without a serious burden, the Examiner must examine it on the merits, 



even though it includes claims to distinct or independent inventions." 

Applicants respectfully submit that a search of all the claims would not impose a 
serious burden on the Office. Li fact, the International Searching Authority has searched all 
of the claims together. 

The Office, citing PCT Rules 13.1 and 13.2, also contends that the species lack unity 
of invention because they are not so linked so as to form a single general inventive concept. 

The Election Requirement is respectfully traversed. The Applicants note that the PCT 
administrative instructions in the MPEP, Annex B, Part 1 (f) define Markush practice and 
state that the alternatives defined in a single claim shall meet the technical relationship 
requirements of PCT Rule 13.2 if they are of a similar nature. These altematives shall be 
regarded as being of a similar nature when the following criteria are fulfilled: 

(A) all the altematives have a common property or activity, and 

(B) (1) a common structure is present, i.e., a significant structural element is shared by 
all of the altematives, or 

(B)(2) in cases where the common structure cannot be the unifying criteria, all 
altematives belong to a recognized class of chemical compounds in the art to which the 
invention pertains. 

The Office provides no support for its conclusion that the altemative chemical 
compoimds in the claims are so dissimilar that they fail to meet the requirements of PCT Rule 
13.2 for Markush practice. Applicants submit that criteria (A) and (B)(1) are met by the 
claims and that they are of similar nature as that term is defined in Annex B above. 

Applicants further traverse the Restriction Requirement on the ground that the Office 
has not applied the same standard of unity of invention as the Litemational Preliminary 
Examination Authority. The Authority did not take the position that unity of invention was 
lacking in the international application and examined all claims together. Applicants note 



4 



that PCX Article 27(1) states that no national law shall require compliance with requirement 

relating to the fomi and contents of the international application different from or additional 

to those which are provided for the Patent Cooperation Treaty and the Regulations. In light 

of PCX Article 27(1) and 37 C.F.R. §145 and §1.499, it is apparent that when the International 

Preliminary Examination Authority finds no objection based on lack of unity of invention, 

there is a special burden on the Office to explain why its conclusions are diametrically 

opposed to those of the Intemational Preliminary Authority, as approved by treaty. 

Moreover, the MPEP in §803 states as follows: 

"If the search and examination of an entire application can be made 
without a serious burden, the Examiner must examine it on the merits, 
even though it includes claims to distinct or independent inventions." 

Applicants respectfully submit that a search of all the claims would not impose a 
serious burden on the Office. In fact, the Intemational Searching Authority has searched all 
of the claims together. 

Accordingly, and for the reasons presented above, Applicants submit that the Office 
has failed to meet the burden necessary in order to sustain the Election of Species 
Requirement. Withdrawal of the Election of Species Requirement is respectfully requested. 

With respect to the elected species. Applicants respectfully submit that, should the 
elected species be foimd allowable, the Office should expand its search to the non-elected 
species. 

Furthermore, Applicants request that upon finding that the elected claims are 
allowable, the corresponding non-elected process claims be rejoined (MPEP §821.04). 



5 



*1 

« 



Accordingly, and for the reasons presented above. Applicants submit that the Office has 
failed to meet the burden necessary in order to sustain the Restriction and Election of Species 
Requirement. Withdrawal of the Restriction and Election of Species Requirement is 
respectfully requested. 

Respectfully submitted, 
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